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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR tJl36(a). to no event bowever, may a repfy fee frnef* Serf 
after SIX (6) MONTHS from She tnafing (fate off tins oncnnaniiasafioa 

- If the period for reply specified above cs tess than thirty (30) (fcrrs. a repfy vcihin the stsMonr oxnarnurn of tfariY dsrvs w& be conskferorf timcfy. 

- If NO period for repfy sp e c i fic atateitte ngaparo fita^ MDMTKS from the maBng date of this communication. 

- fiiii, hn ifl fy gi dlT i i i'i,f hi >ii>i l il>rii ii> iffmiit^j !i » Tiy dBfcj^caBsatta u* S» tohaBanp/»WDOWH> (3SUJS.C § 133) 
Arry reply racafr^fofeOSteg^ 

earned patent term adjustment. See 37 CFR 1. 704(b). 

Status 

1)0 Responsive to commimicaiton(s) Bed on 22 November 2004. 
2a)[x] This action is FINAL. 2b)D This action is non-finaL 

3) [H Since this application is in condition for allowance except fertetal matters, prosecution as to the merits is 

dosed in accordance wto the practice under & parte Quayfe, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) gj3 and 18-21 is/are pending in the application. 

4a) Of the above daim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 8-13 and 18-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to reaction and/or efecftan lequifOTient 

Application Papers 

9) Q The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not req*iest that any objection to the <frawtng(s) be he&f in abeyance See 37 CFR 1.85(a). 
Replacement drawing sheets) mdudlng the correction Is required If the drawingfs) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Exammen Ntitm^sStsxbe^ PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) □ Acknowledgment is made of a claim for foreign priority umrf er 35 U.SC § 119(aH^ or©.. 
a)D All b)H Some * c}0 None of: 

1. D Certified copies of the priority documents have been received. 

2 . CD Certified copies of the priority documents have been received inr AmfeaSfin Mo. . 

3-D Copies of the certi&ed copes of the priority documents have been received in this National Stage 
appficaSon from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a Est of the ceetified copies no! received. 
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Claim 18-21 are rejected under 35 U.S.C 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "treated fiber that is resistant to fibff length degradation during refining" does 
not have an antecedent basis and should be changed to —wherein said treated fiber that is 
resistant to fiber length degradation during feigning— 

The following is a {potation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in tMs Office action: 

A person shall be entitled to a patent unless — 

(b) ihe invention was parenieri or described in a primed pcbikanon in this er a foreign conmry or in pubec use or on 
sale in this OOUEtoy, nrcro g tihftni cmer y esw jTirfgnr fo> ftfig ffjyte cr^apip ffft'af jo i f fcnr j raf pnfr iltt tfnfr I DTTffrarff SftflfeSL 

Claims 1 8- 21 are rejected! nk 35 U.S.C 102(b) as anticipated by or, in the alternative, 
under 35 US C 103(a) as obvious over CANADIAN PATENT U34.564 

CANADIAN PATENT 1,134,564 presides a woodkferived cellulose fiber derived from 
wood that has been partially purified by a ciCTEralpdgm^ process e.g; sulphate (kraft) or 
sulphite pulp fiber; ami treats Ae pilp wills a feiocicfafi araniMit of copper salt (0. 1%) to protect 
wood fibers from biodegfadatioo:(pag&3^Iine;t7) y .anddiying:tfie:treate4fiba^ (s^ pa^ 6, lines 
18-25). See CANAMAN PATENT I m5MfiBrcxsi^ page 3a, 

line 4 and the Table oje page 18, Fibff (I) forarfdmg 0.65% "Bofitf«FK33 T ' ™ wMcfc comprises 
1 4. 8% copper salt; oar <0L 1% aapper salt asSdied to tfee Sfer. Tbe fiber containing the 0. 1 % copper 
salt would have the same properties as the instant product as it is the: same- compositioii, e.g. 
would also be ""reasteEfi to fiber fiesnjgtfe de^p^srilM&ra ij ftjnnnmg in^mtng^ Tfee mere recitation of a 
newly discovered &nctto% considered as inhrasbnfiy possesed by the prior art process, does not 
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cause claims drawn thereto to distinguish over the prior art In re Best 195 USPQ 430, 
433(CCPA 1977). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section i 02 of this title, if the differences between the subject matter stmgprt to be pat errted ami the prior art are 
such thai me subject matter as a wrMJ^e woeki have been obvioes an sime me invention was made to a person 
having ordinary slaHsatlg^^'gd&a&sgildi fei^^ l^ssi^bS^ysisaflnoi be negatived by the . 

_..«.-: a*. - * -a* - , — J- 

ma unci in nuiuu mc UAViyiuimu waa rrrmra. 

Ciaims i8-2 t are rejected oarier 35 U.S.C. 103(a) as being unpatentable over 
CANADIAN PATENT 1 134 564 with or without NICHOLAS. 

CANADIAN PATENT 1,134,564 provides a wood-derived cellulose fiber derived from 
wood that has been partially purified by a chemical pulping process^ e g. sulphate (kraft) or 
sulphite pulp fiber; ami treats fcfee pulp with a Moddal aei«jM of copper salt (0. 1%) to protect 
wood fibers from biodegradation (page 3; fine 17) y and drying the treated fibs (see page 6 T lines 
1 8-25). See CANADIAN PATENT I 134 56* for casing copper sulphate as a biocide, page 3a, 
line 4 and the Table oil page 18, Fiber (I) foFaddin^G.65% "BbEcfenKLlS" ™ which comprises 
14.8% coppCTsaft; or Q J% caopfj^ adkfed tofc&efifeoL Tfe dSsfCovray of an optimum value of 
a result effective variable iil a knowit process is ordinary wMiir tfieskMof bneof onfinary skill 
in the art. See, e.g. fa m BGESCH, 205 U$PQ2d 215,219 (CCPA 1980). One of ordinary skill 
in the art would necessarily and inevitably have optimized amount of copper salts depending 
upon the amount of fokxfegrsda&ioo prefrec^BQO destined sod/inr reepraecL If necessary the use of 
0.25% copper salt is taught by NICHOLAS. It would have besr obvious^ to use the copper salts 
of the Canadian fttfenfc^ TaMe II of the CANADIAN 
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PATENT varies the copper sulphate content from 0.76% to 9.92% these figures are the 
percentage of copper in the fiber remaining from the original amount of fiber before washing 
according to methods A and B respectively. For example, in the first Example 13 .4 mg/g of 
copper is in the fibers before washing. 76% of the 13.4 nig is retained or 10.03mg (0.01 g/g) of 
copper is retained in each gram of fibaL 

Claims 8-10, 1 1/8, 1 1/9, 12/S, 12/9, 13/8 and 13/9 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over CANADIAN PATENT 1 134 564 as applied to claim 14 above, and 
further in view of HUTH or SCHULTZ et al. 

The Canadian Patent teaches that the fibers are treating (impregnating) a cellulose fiber 
derived from wood that has been partially pimfied by a chemical pulping process (kraft pulp) 
with at least one wood preservation agent, which includes all the well-known types of wood 
preservation agents. HUTH or SCHULTZ et al teaches that dkfeclydimethylammonium chloride 
and/or bromide are effective biocides which protect wood from biodegradatioiL It would have 
been obvious to use the biocide of HUTH or SCHULTZ eft al as the well-known biocide of the 
Canadian Patent as it functions to preserve the wood. It would have been obvious to use the n 
dideclydimethylammoiiiiijm diloficfe wdtm immide of HUTH or SCHULTZ et al with the 
copper salts of the Canadian Patent for their additive effects. The pulp of the CANADIAN 
Patent is made from wood, e.g. scifptee pelp is made of wood fibers from which most of the 
lignin has been removed. One of ordinary skill rathe art would expect a wood preservative to 
preserve the wood pulp of tine CANADIAN P&tetiL TaHe II of ttoe CANADIAN PATENT 
varies the copper sulphate context from 0.76% to 9.92% these figures are the percentage of 
copper in the fiber remaining fin tfee original amwffl& of fiber before washing according to 
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methods A and B respectively. For example, in the first Example 13.4 mg/g of copper is in the 
fibers before washing. 76% of the 13.4 mg is retained or 10.03mg (0.01 g/g) of copper is 
retained in each gram of fiber. 

Claims 9, 1 1/9, 12/9 and 13/9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over CANADIAN PATENT 1 134 564 in view of HUTU or SCHULTZ et al as applied to claim 
1, with or without NICHOLAS. 

The Canadian Patent teaches that the fibers are treating (impregnating) a cellulose fiber 
derived from wood that has been partially purified by a chemical pulping process (kraft pulp) 
with at least one wood preservation agent, which includes all the well-known types of wood 
preservation agents. The discovery of an optimum value of a result effective variable in a known 
process is ordinary within the skill of one of ordinary skill in the art See, e.g. In re BOESCH, 
205 USPQ2d 21 5,219 (CCPA 1980). One of ordinary skill in the art would necessarily and 
inevitably have optimized amount of copper salts depending upon the amount of biodegradation 
protection desired and/or required. If necessary the use of 0.25% copper salt is taught by 
NICHOLAS. It would have been obvious to use the Gopps salts of the Canadian Patent in the 
amounts taught by NICHOLAS. The pyJpofifee CANADIAN Patent is made from wood, e.g. 
sulphate pulp is made of wood fibers from which most of the ligmn has been removed. One of 
ordinary skill in the art would expect a wood preservative to preserve the wood pulp of the 
CANADIAN Patent. NICHOLAS in Example 2 that Cu at 0_25% can he used. Also in Table I, 
NICHOLAS shows that as low as 53 ppm copper alone is effective in inhibiting / lacteus (IC50 = 
53/ppm). ICsois the concentration mparts per million at: whick relative fungal growth is 
inhibited by 50%. HUTH or SCHULTZ eft al teaches ttm dkieclydimethylammonium chloride 
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and/or bromide are effective biocides which protect wood from biodegradation. It would have 
been obvious to use the biocide of HUTH or SCHULTZ et al as the well-known biocide of the 
Canadian Patent as it functions to preserve the wood It would have been obvious to use the n 
dideclydimethylammonium chloride and/or bromide of HUTH or SCHULTZ et al with the copper salts of 
the Canadian Patent for their additive effects. The pulp of the CANADIAN Patent is made from wood, 
e.g. sulphate pulp is made of wood fibers from which most of the lignin has been removed. One of 
ordinary skill in the art would expect a wood preservative to preserve the wood pulp of the CANADIAN 
Patent. Table II of the CANADIAN PATENT varies the copper sulphate content from 0.76% to 9.92% 
these figures are the percentage of copper in the fiber remaining from the original amount of fiber before 
washing according to methods A and R respectively. For example, in the first Example 13.4mg/gof 
copper is in the fibers before washing. 76% of the 13.4 mg is retained or 10.03mg (0.01 g/g) of copper is 
retained in each gram of fiber. 

The argument that the CANADIAN PATENT is limited to 0. 1% in the fiber and not to 
the range of 0.01-0.25% is not convincing as 0.1% is within the claimed range and meets the 
claim. As set forth in the rejection above, the mere recitation of a newly discovered function, 
considered as inherently possessed by the prior art process, does not cause claims drawn thereto 
to distinguish over the prior art In re Best 195 USPQ 430, 433(CCPA 1977). It is noted that 
claim 16 never calls for refining the lignocellulosic material, merely that the treated fiber that is 
resistant to fiber length degradation during refining. This property is due to the amount of 
copper in the fiber, see instant specification, paragraph bridging pages 3 and 4, and would not 
differ from the copper treated fiber of the CANADIAN PATENT. 
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Applicant's arguments that NICHOLAS teaches at 0.25% the copper alone is very poor 
antifungal protector is not convincing as NICHOLAS in Example 2 that Cu at 0.25% can be 
used. Also in Table I, NICHOLAS shows that as low as 53 ppm copper alone is effective in 
inhibiting / lacteus (IC5o= 53/ppm). IC50 is the concentration in parts per million at which 
relative fungal growth is inhibited by 50%. 

The argument that the some of the references teach preserving wood which is different 
than preserving pulp is not convincing. The pulp of the CANADIAN Patent is made from wood, 
e.g. sulphate pulp is made of wood fibers from which most of the lignin has been removed. One 
of ordinary skill in the art would expect a wood preservative to preserve the wood pulp of the 
CANADIAN Patent. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Steve Alvo whose telephone number is 571-272-1 185. The examiner can normally be 
reached on 5:45 AM - 2:15 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Steven Griffin can be reached on 571-272-1 189. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the PrivatolWk system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). Aj V/j '/ j 

Primary Examiner 
Art Unit 1731 
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